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nyone who has ever cleared rights
for a motion picture, television
program, sample, or other work
knows the frustration of having the trail
run cold and not being able to determine
the owner of a copyright or other intellectual property. If the owner of a fundamental underlying work in copyright cannot be
found, that inability almost always results
in the work not being used and a new work
being created.
However, as bona fide national
libraries make their holdings available
to users by means of an online presence,
it has become necessary to confront
the prospect of reproducing a library’s
holdings in a digital format and the
copyright issues presented. The scope
of obtaining necessary permissions for
a large national library to digitize itself
can be quite daunting. National libraries
are required to operate within applicable copyright laws, including international treaties, and should remain above
reproach in compliance with the law.
For the time being, at least, this means
operating within a legal system that
recognizes authors’ rights as primary and
the rights of the collective (or “commons”) as secondary.1
In addition, the concept of orphan
works in the United States has taken on
a distinctly commercial tone in sharp
contrast to the policy goals in other
Western civilizations. Large commercial
interests in the technology fields (especially Google, Inc.2) see a potential
incremental value in exploiting artwork
created by the hard-to-reach owners in
order to avoid or reduce the number of
lawsuits for infringement by other easyto-reach large commercial interests in
the creative fields. Thus, an expansive
definition of “orphan works” coupled

with a loose definition of “search” became a very attractive business proposition. According to Google’s counsel at
the 2005 Copyright Office Roundtable
on Orphan Works: “I would encourage
the Copyright Office to consider not just
the very, very small scale, the one user
who wants to make use of the work, but
also the very, very large scale and talking
in the millions of works.”3
Different jurisdictions have treated
orphan works differently. The U.S. approach was to solicit legislative suggestions from the public during 2005 that
were formalized in a Copyright Office
report released in 2006.4 The report was
an exhaustive analysis of the public commentary with a legislative recommendation. There was considerable opposition
in the artist community5 regarding the
methodology of the Orphan Works Report, and some commentators have noted
a pervasive similarity between the recommendations in the Orphan Works Report
and the submission of the law students at
the Glushko-Samuelson legal clinic.6
No legislative solution has been
passed by the U.S. Congress as of this
writing, but there have been many
legislative attempts since 2005. During
the same period, the European Commission made considerable progress in dealing
with orphan works from a cultural preservation perspective, and, of course,
Canada has had an orphan works clearance process in place for many years.
One of the hallmarks of orphan works
legislation in other jurisdictions is an
abundance of government oversight to
prevent abuses. The hallmark of the
U.S. approach is that there is virtually
none—absent litigation—which, as a
practical matter, is only available to rich
copyright owners.
It now appears that the better approach in the United States is for the
public, including the creative community, to revisit the orphan works issue
anew in light of progress and themes
adopted in other jurisdictions. Thus,
the United States could receive the
benefit of other jurisdictions’ experience and work to harmonize U.S. law
with our treaty partners. Absent this
reexamination, orphan works legislation
will become a jurisdictional bad dream,
if not yet another arbitration against
the United States for treaty violations
before the World Trade Organization.7

Given the disastrous results of unsupervised commercialism in so many
aspects of our world economy, the delicate ecosystem that sustains the world’s
culture cannot be left to happenstance
and to repeat the same failure of selfregulation that led to the peer-to-peer
(“P2P”) debacle.8
The problem of orphan works has
risen again as the concern for cultural
preservation has led to large-scale digitalization of works housed in libraries and
institutions. Analysis of the definition of
orphan works, exploration of the need for
cultural preservation, and examination
of the Canadian and European approach
provide a framework from which the
United States can construct a legislative
solution to deal with the problem of
orphan copyrights in the digital age.
Orphan Works Defined

An “orphan work” is generally
thought to be a work of copyright for
which the author cannot be found after a
good-faith search of relevant documents.9
Laws dealing with orphan works establish
a kind of rateless compulsory license of
limited duration that typically substitutes
some trustworthy actor for the missing
copyright owner and allows a relatively
narrow group of potential users the right
to make certain limited reproductions of
the work without obtaining the consent
of the copyright owner.10
In practice, that trustworthy actor
either is a government agency11 or is
subject to a very restricted use by a specific
and trustworthy (and often quasi-governmental) actor, subject at some point
to government oversight.12 The orphan
works issue has been addressed in some
jurisdictions for a number of years, but the
general treatment has been to permit uses
of orphan works as a “fair use.” However,
if the taking of the work is substantial and
the exploitation of the work is commercial
in nature, the legislative trend has been to
require a user to get a license, go before a
government body, or not use the work.
Another aspect of the orphan works
problem is that copyright owners of certain categories of copyrights are historically easier to find than owners of other
categories. In businesses where a creator
would customarily relinquish ownership
of his or her copyright as a work made
for hire (such as in the motion picture
or music businesses13), the copyright
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owner may not be easily locatable, while
the featured artist may be more readily
found. Recording artists and musicians
are also members of professional labor
unions (such as the American Federation of Television and Radio Artists or
the American Federation of Musicians),
or are affiliated with SoundExchange, all
of whom often pay residuals to the artist
and musicians for a long time after their
recording agreements have expired.
Songwriters are affiliated with the
American Society of Composers, Authors and Publishers; Broadcast Music,
Inc.; the Society of European Stage
Authors & Composers; or one of the
dozens of authors’ rights societies around
the globe. These societies typically
keep current records on their members,
particularly if the member is receiving
any income.
However, in the visual arts and the
many other categories of copyright and
artistic endeavor, identifying a work and
finding the work’s author are difficult if not
impossible. If legislators create an orphan
works system that ignores these realities,
they are knowingly and essentially denying
large groups of creators the protection of
the law, if not the Constitution.
The Cultural Preservation
Factor

It was only a matter of Internet time
before the mandate of national cultural
institutions14 included making their
collections available online, particularly
in Europe.15 In order to give the public
online access to their holdings, libraries16
were required to “digitize” their holdings
both as a means of preservation17 and to
make these holdings18 available online.
Digitizing holdings necessarily
involves reproduction, and reproduction implicates an exclusive right of a
copyright owner under the laws of almost
every jurisdiction.19 In order to digitize
library holdings, librarians and archivists
will immediately run up against legal
restrictions in creating reproductions
of all categories of copyright, including
books, illustrations, images, manuscripts,
paintings, photographs, and recordings.
Some of these materials are in the public
domain, some are in copyright, and some
are simply hard to identify.
It is important to note that in order
for European libraries to comply with
their various mandates,20 it seems that the

library need only digitize its holdings (i.e.,
make a copy) and that such digitalization
will eliminate the need to create a derivative work.21 We will refer to these reproductions as “1:1 reproductions,” meaning
that the library or archive reproduction is
an exact reproduction of the original22 and
is not intended for commercial use except
in a very limited sense.23
The legislative mandate in Europe has
been that libraries digitize only works in
the public domain or works for which
they have obtained permission of the

Digitizing holdings
necessarily
involves
reproduction,
and reproduction
implicates an
exclusive right of
a copyright owner
under the laws
of almost every
jurisdiction.

copyright owner. Obtaining permission
of the copyright owner requires finding
the copyright owner from whom to seek
permission. This requirement raises two
distinct questions: Who is the copyright
owner? And where is she or he located?
And here is where the orphan works
problem arises.
The European approach stands in
stark contrast to the approach in the
United States. For example, the Orphan
Works Act of 200624 and the Shawn
Bentley Orphan Works Act25 (passed in
the Senate but defeated in the House
of Representatives in the 110th Congress) would allow essentially unbridled
commercialization of orphan works—as

defined by the user to whose commercial
advantage a determination of “orphan”
will benefit.26 As of this writing, no
orphan works legislation is currently
pending in the U.S. Congress.27 It is
informative to review the laws in other
Berne Convention jurisdictions to study
these precedents.
Overview of Orphan Works
Treatment in Canada and the
European Union

Canadian Orphan Works
The Copyright Board of Canada has
the exclusive “power to issue licences
for the use of works when the copyright
owner cannot be located.”28 There are
a number of instructive limitations on
the board’s power to issue a commercial
orphan work license for a user that is
not an educational institution, archive,
museum, or library (which have their
own rules).29 These limitations include
publication of the work in Canada, an
exhaustive search for the owner, royalty
limitations, and application to the Canadian Copyright Board.
Published Works Only. The potential
user must demonstrate that the orphan
work was published in Canada with the
consent of the original copyright owner.
Unpublished works are not accepted.
This is a sensible threshold requirement,
as it requires an affirmative act on the
part of the original owner indicating that
he or she desires the work to be exploited
in some manner. The requirement also
implies that the identity of the original
owner is known and that the publication
can be proved by a commercial copy or
comparable definitive evidence (e.g.,
exploitation by a digital distributor under
a license from the original owner).
Territory. Licenses granted by the
Copyright Board are “only valid in
Canada.”30 This is sensible, as it is likely
a violation of international treaties (such
as the Berne Convention) for one signatory to grant rights that could violate
the laws of another signatory country. It
is also consistent with the requirement
that the work be published in Canada for
consideration.
Every Reasonable Effort. The board
requires that an applicant make an exhaustive search for the original copyright
owner and admonish potential applicants
that “[t]here are many ways you can
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locate a copyright owner. Try as many as
you can before applying to the Board.”31
Royalty. The board will fix a royalty in any license it issues and usually
orders that royalties be paid directly to a
copyright collective society that would
normally represent the unlocatable copyright owner. This allows the copyright
owner who later comes forward to approach an independent third-party payer
to recover the royalties. The board does
allow the copyright collective society to
pay out uncollected sums to its members
in “black box” payments, but requires the
copyright collective society to reimburse
the copyright owner for any orphan
works monies contributed to the black
box for a period of up to five years after
the board’s license expires.
Application to the Copyright Board.
A potential user must apply to the Copyright Board for a license and provide the
board with evidence that the applicant
met the “every reasonable effort” standard as well as salient information about
the work to be licensed.32
The Canadian approach to orphan
works has many admirable attributes for
a commercial solution. It assumes that
commercial uses of orphan works will be
limited, documented, and compensated.
European Orphan Works
While, as of this writing, none of the
member states of the European Union
have passed orphan works legislation, the
European Commission’s view on orphan
works is found in several documents. Directive 2001/29/EC suggests an exception
for specific acts of otherwise unauthorized
1:1 reproduction by publicly available
libraries, educational establishments, museums, or archives if the 1:1 reproduction
furthers the commission’s policy goals for
libraries in Europe.
The i2010 European Digital Libraries Initiative has the expressed policy
goal to make all of Europe’s cultural
resources and scientific records accessible to present and future consumers, which seems to contemplate 1:1
reproduction for this narrow purpose.
The exception does not seem intended
to apply to consumers generally, but
rather to specific entities that fulfill
the commission’s policy goals.33 For
example, the European Library Portal34
offers access to the combined resources
of the 45 national libraries of Europe.

Another example, Europeana,35 aims
to be a single access point for consulting digital copies of materials held by
libraries, museums, and archivists.
Europeana is run by the European
Digital Library Foundation.
Overview of European Guidelines.
The European guidelines36 were developed by bringing together extensive
working groups of experts in the large
categories of copyright (text, audiovisual, visual/photography, and music/
sound) to draft recommendations for
member states of the European Union
to develop their own national solutions
and laws. The guidelines focus almost
exclusively on the use of works by libraries and archives and not by consumers.37
The commission engaged in an admirably comprehensive, and even refreshingly candid, process that indicates great
care for both cultural heritage and the
rights of creators. The result is a process
that is designed to actually find each
rights holder of a particular orphan work
before the work is used.
For example, the working group for
music/sound drafted criteria for searches
for rights holders in the country of
publication/production, such as checking
credits and other information appearing
on a commercial copy of the work and
following up through those leads to find
additional rights holders (e.g., contacting
a record producer to find the performers); checking the databases/membership
lists of relevant associations or institutions representing the relevant category
of rights holder (including collecting
societies, unions, and membership or
trade associations); and utilizing public
search engines to locate rights holders by following up on whatever names
and facts are available, including online
copyright registration lists maintained
by government agencies such as the U.S.
Copyright Office.
Core Principles of the European
Guidelines. The European Guidelines
also list certain “core principles” for the
national solutions to cover, including
guidance on what constitutes a diligent
search, a provision for withdrawal and
remuneration if the rights holder reappears, and special treatment for cultural
and nonprofit establishments who are
fulfilling their “dissemination purposes.”
The principles developed by the Copyright Subgroup can be summarized:38

In the discussions concerning the
Digital Library Initiative the formula “to
digitise once, to disseminate widely” has
frequently surfaced. The Copyright Subgroup notes in this connection that the
effort to avoid duplication is important
and should be encouraged. It also notes
that the precept to “disseminate widely”
does not by itself entail the liberty to disseminate freely under all circumstances,
lest the opportunity for uncontrolled
secondary dissemination destroy the
incentives to create in the first place and
to invest in the primary exploitation on
works. Indeed, in many contexts creators
and publishers may not be expected to
engage in the difficult and risky task of
creating a new work, if the initial digital
copy were to be available without limits
immediately after it is first made.

Another important element of the
European Guidelines includes the
creation of a publicly searchable orphan
works (and public domain works)
database.39 Anyone wishing to utilize an
orphan work must register that work in
the European Orphan Works Database
to be created and maintained under
the acronym “ARROW” (Accessible
Registries of Right on Orphan Works)
with an emphasis on interoperability,
standardization of metadata, and copyright information on European literary
works.40 This creates a form of notice
that would facilitate connecting rights
holders and users of orphan works after
the use has occurred.
Finally, the European Guidelines
propose development of a cross-country
European database to provide assistance
to potential users in their searches and
the creation of Rights Clearance Centres
(“RCCs”) to act as portals and common
access points for clearance of rights and
to grant licenses for orphan works pursuant to a procedure approved by rights
holders. They suggest an extensive stepby-step process for rights clearance.41
U.s. treatment of orphan
works and recommendations
for future legislation

Overview
Orphan works legislation in the 110th
Congress was outright opposed by many
creator groups,42 and many others voiced
serious concerns.43 The legislation bore
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little, if any, resemblance to the laws of
other Berne Convention treaty partners.
The supporters of the bill included Google,
Inc.; Public Knowledge; the Electronic
Frontier Foundation; and the Recording
Industry Association of America. The
Small Business Administration (“SBA”)
was concerned enough about the implications of the legislation for small business
that it held a roundtable in New York at
the Salmagundi Club and gave the legislation considerable attention.44
The United States’ approach in the
110th Congress can be summarized: Any
person can use any work (foreign or domestic) of any kind for any purpose (commercial or noncommercial, 1:1 reproduction or derivative work) if they are unable
to find the copyright owner following a
“reasonably diligent search” in accordance
with “best practices” in “good faith.”
If the copyright owner later comes
forward, the user (called an “infringer” in
the legislation) must demonstrate that he
or she conducted the requisite search if the
copyright owner brings a lawsuit, but the
copyright owner may not obtain statutory
damages or an injunction and shall only
be entitled to recover a “reasonable fee.”
There is no notice or registration requirement for the user of the orphan work.
There is no database of orphan works.
The legislation charges the Copyright
Office with determining the meaning of
“reasonably diligent search” and “best
practices” on a category-by-category
basis, which bears a passing similarity
to the European Guidelines, although
the U.S. approach clearly lacks the rigor
and attention to authors’ rights found in
other jurisdictions.

tion of orphan works by bona fide libraries
and archivists, particularly in the not-forprofit setting. Some, but not many, members of the creative community object to
these not-for-profit institutions selling commercial items that include orphan works.
It seems that copies by national cultural
repositories for archival purposes (such as is
found in the European Commission recommendations) are not controversial.
But there is likewise a compelling
argument for why the creative community
is justifiably skeptical of creating further
exceptions to the rights of creators under
the copyright laws. Artists did not think
that librarians would be making deals with
giant technology companies to benefit
private commercial interests, and, yet, it

care must be taken
to protect the
world’s artists
through adopting
appropriate levels
of government
oversight of the
copyright laws
and rejecting the
self-regulation.

Recommendations

There is clearly a compelling argument for 1:1 reproductions of orphan
works, whether the digitizing is done by
libraries making their holdings available online or by archivists to save
films, photographs, or sound recordings
that are currently stored in a decaying
format. There will be an equally compelling argument for allowing digitized
works to be copied into the next format
that replaces current digital storage
media when digital becomes a decaying
format (particularly given the known
stability issues with digital formats).
Very few members of the creative community have objected to the 1:1 reproduc-

happened. This is likely what motivated
tens of thousands of artists to object to the
orphan works legislation proposed in the
110th Congress and passed in the U.S.
Senate. Many of the objecting artists felt
completely abandoned by U.S. copyright
authorities and did not believe that the legislation was legitimately aimed at correcting
the problem its advocates claimed to solve.
The general theme of the objections
fell into five categories: lack of government oversight, costly remedies shut out
small artists, challenges of implement-

ing a “reasonably diligent search,” no
limitation on the status of the user, and
breach of international treaties.
Too Little Government Oversight.
Many artists objected to what was
widely perceived to be a complete
disconnect between a random infringer
and any verification of the infringer’s
bona fides and compliance in using a
supposedly orphan work.
The objection most frequently heard
from opponents of the legislation was
that they expected a high degree of
disingenuousness from infringers based
on the rampant infringement that was
already occurring online. This objection
was given particular emphasis because
neither the Senate nor House bills had a
U.S. equivalent of Europe’s ARROW or
the Orphan Works Database. The Senate
bill had no notification requirement at all,
and the House bill had a “dark archive”
to be maintained in the Copyright Office
(apparently offline), and only disclosed to
copyright owners if they found out about
the infringement in the marketplace and
also sued the infringer.
Costly Remedies Shut Out Small
Artists. Of the several aspects of the legislation that concerned the SBA, perhaps
the most grievous issue was the complete
reliance on litigation for a copyright owner
to enforce any rights at all. This issue was
also of concern to the American Association of Independent Music and the
Association of Independent Music Publishers. Both of these organizations represent
“independents” in the music industry,
meaning companies not owned by the four
major labels or major publishers.
The objection revolved around the
removal of the threat of statutory damages. Small business copyright owners are
on equal footing with any other copyright
owner when it comes to statutory damages,
and the threat of litigation is often enough
to get an infringer to the bargaining table.
Advocates of the legislation would usually
respond that copyright owners were not
prohibited from suing, so they were no
worse off than they were under the status
quo ante. This is true, of course—other
than taking away their right to statutory
damages and attorney fees.
Challenges of Implementing a “Reasonably Diligent Search.” Many members
of the creative community objected to the
standard of requiring infringers to conduct
a “reasonably diligent search.” The SBA
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questioned whether it would even be possible to implement this requirement until
a searchable digital fingerprint catalog was
available for all works. This is particularly
true of still images, which are very difficult
to fingerprint in a searchable manner.
The objecting artists found it highly
unlikely that any search for visual images
could be either reasonable or diligent, as
in many cases there was no database to
search, and there was no meaningful incentive for infringers to conduct a laborious
hand search. The music industry likely has
more searchable databases than any other
category of copyright, and even those databases require a precise text search, which
may itself require even the good-faith
infringer to guess.
No Limitation on Status of Users.
Because the legislation was not limited in
scope to U.S. copyrights used in the United
States by bona fide libraries or archives,
there could literally be millions of uncompensated uses of orphan works that would
remain uncompensated if copyright owners
did not sue or spend considerable resources
to track down the infringers. This would
essentially create a rateless compulsory
license, as a practical matter (which may
itself rise to the level of a “taking”).
Breach of International Treaties. Advocates of the statute argued that companies such as Google (very much involved
in the legislative process) would create
searchable databases of works, and that
artists need only digitize their collections
and then provide Google with a copy of
their works in a digital format for inclusion
in a database. Opponents objected to these
databases as a de facto registration requirement for enjoying the exclusive rights of
a copyright owner, as they violate the “no
formalities” rules of the Berne Convention.
CONCLUSION

If orphan works legislation is reintroduced in Congress, it would be well to
consider the extensive treatment that
this subject has received in other countries. There are compelling policy goals
for advancing the availability of cultural
heritage online as well as advancing the
preservation of artistic works and cultural artifacts. In a time of economic crisis,
care must be taken to protect the world’s
artists through adopting appropriate levels
of government oversight of the copyright
laws and rejecting the self-regulation,
which clearly has failed. v
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